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REMARKS 

Claims 1 and 5-28 remain pending in the application. No claims have been amended, 
cancelled, or added by this amendment after final rejection. Reconsideration of the application is 
respectfully requested in light of the following arguments, the document attached at Exhibit A, 
and the accompanying Declaration of Ilarald Schmidt under 37 C.F.R. § 1.131 ("Schmidt 
Dccl/'y 

I* REQ UEST FOR REJOINDER OF NON-ELECTED CLAIMS 

The independent claims arc all drawn to the elected invention of group I (i.e., a two- 
component composition comprising a stiff thermoplastic biodegradable polymer and a soft: 
thermoplastic biodegradable polymer), which included original claims 1-3, 7-12 and 14-25, 
Upon the allowance of the generic independent claims, Applicants respectfully request 
reconsideration and rejoinder of all remaining claims. 
II. CXAjM REJECTIONS UNDER 35 U.S.C. $ 112 

A. Clalm5— Written Description 

The Office Action rejects claim 5 under 35 U.S.C. § 1 12, first paragraph, on the grounds 
that Applicants were not in possession of a composition in which "the stilt biodegradable 
polymer is included in an amount of at least about 55% by combined weight of the soft and stiff 
thermoplastic polymers'*. Office Action, p. 2 (emphasis added to show text quoted in Office 
Action). Applicants respond by noting that the phrase "at least about 55%"' means the same 
thing as "greater than about 55%" found in claim 1 as originally filed. Because both expressions 
ntilbo the term "about 55°/o \ both include 55% within their scope, together with values falling 
within (he term "about 55%", "More rephrasing of a passage does not constitute new matter 
Accordingly, a rewording of a passage where the same meaning remains intact is permissible," 
MIMvP § 2163.07 (citing In re Anderson, 471 F.2d 1237, 176 USPQ 331 (CCPA 1973)). 
Moreover, the specification clearly teaches that the stiff biodegradable polymer may be included 
"preferably in a range from about S5% to about 98% by weight . . . (/.<?., the combined weight of 
the stiff and soft polymers)" Application, p. 9, «|| [0020] (emphasis added). The term "from 
about 55%" means the same thing as "at least about 55%", which demonstrates that Applicants 
were clearly <k in possession" of a biodegradable blend comprising " at least about 55% " of a sti ff 
biodegradable polymer by combined weight of the stiff and soft polymers. In view of the 
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forgoing, Applicants submit lhat claim 5 fully meets the written description requirement of 35 
U.S.C § 1 12, first paragraph, 

!*• Claim 1-Indcllniteuess 

The Office Action rejects claim 1 under 35 U.S.C. § 112, second paragraph, on the 
grounds lhat "ihe mctcs and bounds of 'substantially free' are indeterminate in scope". Office 
Action, p, 2. In response, Applicants first point to the favorable discussion in the MPR1 1 
jv&nrding ihe use of die term "substantially". MPliP § 2173.05(b), (\ D.) ("The court held lhat 
the limitation 'which produces substantially equal E and H plane illumination patterns' was 
definite because one of ordinary skill in the art would know what was meant by Substantially 
equal/ Andrew Corp, v. Gabriel Electronic^ S47 l<\2d 819, 6 USPQ2d 2010 (Fed. Cir. 
I9K&)")- 1 When un application does not define what is meant by a "term of degree", "a 
determination is made as to whether one of ordinary skill in the art, in view of the prio r art and 
the stains of the art, would be nevertheless reasonably apprised of the scope of the invention". 
MPRP § 2173.05(b) (emphasis added), "The fact that claim language, including terms of degree, 
may not be precise, docs nol automatically render the claim indefinite under 35 U.S.C. 112, 
second paragraph." /<7. 

For example, U.S. PaLent No. 5,362,777 to Tomka, currently assigned to the same entity, 
as Uie present application, recites a 'nhcrmoplaslically proccssablc starch" OTPS") composition 
thai is "substantially water free" and a method of manufacturing such composition. Tomka 7 col. 
13, Jinc 2; cot. 14, line 40; Schmidt Dec!., \\ 7. The term "substantially water free" was 
successfully argued during prosecution to distinguish over a "destructurized starch composition" 
containing 5-30% water described in the "Lay" reference. Schmidt Dccl., 8, The fact that the 



1 Applicants performed a scorch of Lhc IFSPTO patent database and found lhat since 1975 a total of 19,763 
pateim have been issued dial employ the term Substantially free" in the claims, which is strong evidence lhat this 
term is prima facte definite since its use is so ubiquitous. Moreover, the USPTO database indicates that Ihu 
cxunyner ftssi^ncil to the present application (Ana Woodward) lias issued 6 patents as primary examiner that use the 
tornl ''suhslfliitinlly free" in the claims. 

For example, UN. latent Nos. 6,670,(M3 and 6,339,126 both employ (he phrase ''substantially free of 
carWsylii; acid runctiOiwriUy" in the claims. U.S. Patent No. 6,429,266 uses the phrase "substantially free of water 
and snbst.'inltolly free of organic solvent" in the claims, while U.S. Patent No. 6,306.034 claims "an emulsion 
copolymer polymeric binder substantially free of volatile organic compounds". All four of these patents were 
examined and allowed by Hxaniiner Woodward. 
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USPTO issued claims 1 and 20 of Tomka over the Uy reference indicates lhat the term 
"substantially water 1W was understood to mean some amount of waler leys lhan 5% so as lo 
distinguish over the Lay reference. /rf. This term was ultimately hold to satisfy the definitcness 
requirement of 35 U.S.C. § 112, second paragraph. Id 

During litigation, the issue of the meaning of the terra "substantially water free" was 
holly contested. The trial court held this term to mean le$s than 5% water based on arguments 
made to distinguish over the Lay reference. Biotcc Biologische v. Biocorp, 249 R3d 1341, 1346 
(Fed. Cir. 2001) (inferring to the trial court's decision below). On appeal the Federal Circuit 
confirmed this interpretation. W. at 1347; Schmidt DecL, <J 9. 

Applicants believe the phrase "substantially free of high boiling liquid plaslici/crs" is 
likewise definite and means thai the optional thermoplastic starch component is either entirely 
free of high boiling liquid plasticizcrs or includes less than the amount required to form a 
thermoplastic starch melt in the absence of water. Schmidt Decl., H 10. As is well-known to 
those of skill in Ihe art of thermoplastic starch, the melting temperature of native starch 
Approaches or exceeds the decomposition temperature of starch. Id. For lhat reason it is 
impossible to place native starch granules in a pan and cause them to melt in the absence of 
water or some other plaslicizer. M. Heating starch in the absence of a plaslicizcr will cause it Lo 
bum or decompose. Id. 

In the 1980's, several attempts were made to manufacture "destructurized starch" 
("1)SS") using 5-30% waler lo form a thermoplastic starch melt, with the Lay reference of 
Warner-Lambert being among the most prominent DSS patents of the day, Schmidt Decl., ^| 1 1 . 
Because the inching point of starch exceeds the boiling point of water, deslruclurizcd starch can 
only be made using a closed vessel (e.£., a pressure cooker). Id. The tendency of water to 
vaporize during formation made the production of DSS difficult and economically non-viable. 
hi 

In an effort lo avoid the negative effects of superheated and/or vaporizing water, Tomka 
taught that water (e.g., the natural water content of starch) could be replaced with one or more 
high boiling liquid plasticizcrs such as glycerin to lower the melting temperature of starch lo 
below its dccoroposilinn lempcralurc. Tomka; col. 13, lines 1-8; Schmidt Decl., ^1 12. Such 
hij>h boiling plnsricizcis solved the problem of the high volatility of water during processing 
bcciiiisc they have a vapor pressure of less than 1 bar at the melting temperature of the 
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thermoplastic .starch composition, Tomka, col. 13, lines 10-12; Schmidt DocL, 1| 12. Tomka 
discloses and claims thermoplastic starch compositions in which the high boiling liquid 
plaslici/cr or ''additive" is included in an amount of at least 5% by combined weight of the starch 
and additive, with 10-35% being preferred. Tomka, col. 6, lines 54-59; col. 13, lines 3-6; Tomka 
further teaches: 

Depending on the properties desired for the shaped body to be produced., such as 
thermal and mechanical properties in particular, about JO to 35% plasticizer or 
additive respectively is preferably added to the native starch, the water of the 
sjarch being repl aced hv th e additio n of the additives or re moved by drying 

• ... • hi nl col, 6, lines 54-59 (emphasis added), 

In view of the foregoing and the accompanying Schmidt Declaration, it is clear lhaL 
sUnch cannot be melted in the absence of cither at least 5% water, or at least 5% of a high boiling 
liquid plasticizer or "additive" in the absence of at least 5% water. Schmidt DccL, % 14. The 
present application teaches thai using high boiling liquid plasticizers such as glycerin may not be 
desirable in the case where a sheet or film is intended to contact food, since the plasticizer can 
diffuse out of the polymer matrix and into the food. Application, p. 9, H [0023J; see Schmidt 
Dec!., J 14. Instead, the native starch granules arc initially melted using water, which is then 
removed by evaporation, but only after the starch melt has been blended with one or more 
synthetic biodegradable polymers: 

Preferred thermoplastic starcli polymers for use in making food wraps may 
advantageously utilise the natural water content of native starch granules lo 
initially break down the granular structure and melt the native starch. Thereafter, 
the melted slarcli can be blended with one or more synthetic biopolymcrs, and the 
mixture dried by venting, in order to yield a final polymer blend. 

Application, pp, 9-10, f [0023]; see pp. 33-34, ffl [0092]-[0094]; Schmidt DocL, 1 15. 

In view of the foregoing discussion and the accompanying Schmidt Declaration, the term 
• "substantially free of high boiling liquid plasticizcrs" would be understood by one of skill in the 
art to mean IC&s than the threshold amount of such plasticizcrs (i.e., 5% by combined weiglit of 
starch and plnslici/cr)' required to form a thermoplastic starch melt in the absence of at least 5% 
water. Schmidt DccL, 1f 16. The same analysis would apply to claims 20, 23 and 25, which also 
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employ the term "substantially five" in relation lo a "high boiling liquid plnsici/^r' 1 aiid/or 
^glycerin". 

C, Claims 5 and 7, line 2-lndellniteiiess 

The Office Action alleges that "it is unclear as to whether or not 'the stiff biodegradable 
polymer' would include any stiff natural suirch component optionally present". Office Action, p. 
2, Applicants respectfully disagree on the grounds that it is clear that this term excludes natural 
polymers such as starch. The antecedent basis for the term "sli IT biodegradable polymer" found 
in claims 5 and 7 is actually the phrase "'stiff synthetic thermoplastic biodcgrndable polymer 
having a glass transition temperature greater than about \0° C." of claim 1. Claims 5 and 7 
merely recite this component in abbreviated form, as is customary claiming practice. As has 
been explained several times in previous responses, the term "synthetic thermoplastic 
biodegradable polymer" excludes natural polymers such as starch. Starch is described in the 
present application as a "natural" polymer Application, p. 44, H [0122]. Thus, the term "stiff 
[synthetic thermoplastic] biodegradable polymer" as used in claims 5 and 7 excludes all forms of 
starch, including the optional thermoplastic starch component of claim I. 2 

1). Claims 5 aud 7, lines 3-4--hidcfhutene$s 

The Oflke Action alleges that "it is unclear at to whether or not the 'combined weight of 
the soft and stiff thermoplastic polymers' includes the optional natural starch component of 
claim 1/' Office Action, p. 2. The same reasoning given above also applies here, The 
antecedent basis for the phrase "soft and stiTf thermoplastic polymers" of claims 5 and 7 are the 
phrases "soft synthetic thermoplastic biodegradable polymer" and "sli IT synthetic thermoplastic 
biodegradable polymer" of claim I (emphasis added). Thus, the phrase "soft and stiff 
thermoplastic polymers" is merely shorthand for "soft synthetic thermoplastic biodegradable 
polymer and stiff synthetic thermoplastic biodegradable polymer". Both phrases exclude starch, 



1 Rocnuse nrnendmunts lu overcome indefinite rejections under 35 U.S.C. § 112, second paragraph* do not 
raise nevv substantive issues relnlins* lo paten lability, (hey are proper for entry after final rejection, fn Ihe event tlie 
Itaimincr requires chiros 5 and 7 to specifically recite a "synthetic* polymer, ihc Examiner is authorized to mnke 
auy such amendment by examiner amendment in order to expedite prosecution since it will not change the inlencled 
scope of the claim*. 
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whether or not thermoplastic, such thai the phrase "soft and stiff thermoplastic polymers^ of 
claims 5 and 7 likewise excludes the optional thermoplastic sUreh component of claim l. 3 
li. Claims 8-12--lndcfini(cness 

The Office Action alleges that u il is unclear as to whether the recited glass transition 
temperatures pertain only to the corresponding 'synthetic' biodegradable polymers and not to 
nny optional stiff or soft natural starch component" Office Action, p. 3. Again, the same 
reasoning discussed above applies here. The antecedent basis for the phrase "stiff biodegradable 
polymer" recited in claims 8-10 is the term "stiff synlhcLic thermoplastic biodegradable polymer" 
of claim 1 (emphasis). Likewise, ihe antecedent basis lor the phrase "soft biodegradable 
polymer" of claims 1 1 -12 is the phrase "soft synthetic thermoplastic biodegradable polymer" of 
claim I (emphasis), Thus, the glass transition temperatures recited in claims S-I2 do not pertain 
to the optional thermoplastic starch component of claim 1 

F. Claims 25— Irulcfiniteness 

The Office Action alleges that "it is unclear as to whether or not the optional 
thermoplastic starch is required to be $t\\V Applicants respond that elaim 25 is perfectly clear 
that the optional thermoplastic starch component of this claim is a "stiff biodegradable polymer 
having a glass transition Unipcnilure greater than about 10°C". Claim 25 states the following: 

at least one stiff thermoplastic biodegradable polymer having a glass transition 
temperature greater than about 10° C„ the at least one stiff thermoplastic 
biodegradable polymer optionally comprising thermoplastic starch that is 
subslautially free of glycerin; 

Prom the structure of the foregoing paragraph, it could not be plainer that it is the <v at 
least one stiff thermoplastic biodegradable polymer", not the "at least one soft thermoplastic 



1 In (he event tin- Kxamim-r requires chums 5 and 7 to specifically recite a "synthetic" polymer, die 
Examiner i« authorized to make any such amendment by examiner amendment in order to expedite prosecution 
since it \yill nut charge the Intended scope of the claims. 

* In Ihe event Ihe Examiner requires Lhe claims to specifically recite a "synthetic" polymer, the Examiner is 
authorized to mnkc any such amendment by examiner amendment in order to expedite prosecution since it will not 
change the intended scope of the claims. 
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biodegradable [polymer" that "optionally comprises] thermoplastic starch that is sul^siaiUjallY 
^b^J>LMlycc^ll ,1 (emphasis added). 5 

In view of llic foregoing factual arguments and legal authorities, Applicants submit that 
the claims fully satisfy the requirements of 35 U.S.C. § 112, first and second paragraphs, 
111. ClhAIM KKJtiCTlONS UNPKR35 U.S.C. 8 102/103 

The OJlico Action rejects claims 1, 6, 8-12 and 25 under 35 U.S.C § 102(b) as 
anticipated by or, in the alternative under 35 U.S.C. § 103(a) as obvious over, US 6,096,809 to 
Lorcks et ah In making this rejection, the Office Action alleges that the term "substantially free 
of high boiling liquid plasticizcrs" or "glycerin" reads on the thermoplastic starch composition of 
txM'cks ct nl. Office Action, p. 4. Applicants respectfully disagree and traverse this rejection. 
As discussed above, the term "substantially free of high boiling liquid plasticizcrs" 5 would be 
understood by one of skill in the art to denote a composition that cither includes no high boiling 
liquid plasrici/er (e.g., glycerin) or an amount below the threshold amount (i.e., 5%) required to 
form a thermoplastic starch melt in the absence of at least 5% water, Schmidt DecL, }\ 16. 

]>orel<s el al., on the other hand, docs not disclose thermoplastic starch manufactured in 
this manner. Instead, Lorcks et al. discloses TPS that includes 10-40% of a high boiling liquid 
: plasticiftcr: 

Because* of the poor suitability of native starch as an "engineering plastic" it is 
proposed accordin g to the invention to use so-culled thermoplastic starch, as is 
proposed, Tor example, in PCT/WO90/05161. This thermoplastic starch is 
obtained by processing native starch hi the melt, by means of a plastici/iniz or 
swelling agent, to a homogeneous mass, where the proportion of swelling or 
plastici/ing agent can as a rule amount to between 10 and about 40% , based on 
the overall wciyhl of the mixture, 

Lorcks ct al, col, I, line 62 - col 2, line 6 (emphasis added); Schmidt DecU H 1 7. Nor would it 
have been obvious in view of Lorclcs ct al. to employ less than the threshold required amount of 
high boiling liquid plrtsliciwr in view of the teaching that employing 10-40% of the plasticizer is 

5 Moreover, there is no conflict between claim 25, on the one hand, and claim 28, which claims a 
'biodegradable composition comprising thermoplastic starch having sufficiently low ciyslallinhy so as to be a soft 
then H0| >l h slic polymer" in light of the further limitation in claim 28 thai "the at least one stiff ihisnnoplaslic 
biodqjnulaMo polymer consist^) csscnliully of one or more synthetic biodegradable polymers" (emphasis added). 
Aft example oflhermoplasu'c starch having sufficiently low crystal I inity as to constitute a sofi thermoplastic polymel- 
ia IPS made usinu. a plastic izcr according to Tomka. Application, p. 33, \]\ f 00921 -[0093). 
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necessary to overcome the problems relating to "'the poor suitability of native starch as an 
'engineering plastic*". Schmidt Dccl, ^[ 18-19. Applicants therefore submit that the claims tire 
novel and imobvious over Lorcks ct al., cither alone or in combination with any other art of 
record for this reason alone. L-or example, dependent claims 5, 7, 14-19 and 26 arc patentable 
over the combiiuilion of Lorcks ct al. and US 5,817,721 to Warzclhan et al. f since Warzclhan et 
al. teaches nothing with respect to starch polymers of any kind, let alone the type recited in the 
claims at issue here, 

The Office Action rejects claims 1, 5-12, 14-19, 25 and 26 under 35 IJ.S.C § 103(a) as 
being unpatentable over US 5,883,199 to McCarthy ct al. in view of Warzclhan ct al. Because 
Warzclhan et al is cited only with respect to the claims that include fillers, not in relation to the 
claimed polymer blends, Applicants will instead focus on the deficiencies of McCarthy ct ah 
with Tospcct to the claimed polymer blends. In making the rejection, the Office Action alleges 
that the "polyester polymer or copolymer" of McCarthy "embraces] aliphatic-aromatic 
copolyosters reading on the presently claimed soft polymer". In response, Applicants refer to the 
teachings of the present application and also the Schmidt Declaration in order to demonstrate that 
blends comprising a blend of a stiff thermoplastic polymer and the specific soft aliphatic- 
aromatic copolycstcrs recited in the claims (i.e., having a glass transition temperature less than 
about 0°C or less than about -10°C) arc neither taught nor suggested by McCarthy ct al. See 
Schmidt DecK, Tf 20. 

McCarthy primarily discloses blends that include a blend of polylactic acid and 
homopolymcrs formed from one type ofCVCjo aliphatic diacid or copolymers formed using two 
or more C2-C20 nliphalic diacids. Col 2, lines 21-35. Polymers and copolymers consisting 
entirely of one or more C 2 -C 2 o aliphatic diacids are purely aliphatic and therefore do not meet the 
limitation of claim 1, for example, that requires the use of an aliphatic-arjomatic copolycster. The 
aliphatic polymers and copolymers of McCarthy arc as "aliphatic" in nature and "non-aromatic'* 
as is polycaprolactone OTCL"). With respect to purely aliphatic polyesters, Applicants refer to 
the finding in the Office Action that the claimed "aliphatic-aromatic copolycster" is unobvious 
over the polycnprolnctone (PCI) aliphatic polymers disclosed in U.S. 6,806,353 to Zhang ct al 
Office Action, p. 7. See also Schmidt Decl., ffl 20-22 (describing the superior results obtained 
1 by using "soff aliphatic-aromatic copolycstcrs such as ECOFLEX and EASTARBIO). 
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PCI. is a polyester made by condensing together cpsilon-caprolaclonc involving an initial 
ring opening reaction followed by condensing together the hydroxyacid formed in the ring 
opening The aliphatic polyesters of McCarthy are virtually identical, except that they are made 
by condensing one or more OC20 aliphatic diacids with an aliphatic diol to form a purely 
aliphatic polymer. According to (ho present application, aliphatic-aromatic copolyeslers (p.g.* 
VXXWUIX and EASTARBIO arc preferred over purely aliphatic polyesters. Moreover, 
Applicants refer to the Schmidt Declaration, which stales that soft aliphatic-aromatic 
copolyeslers such as HCOPLEX and liASTARBIO are superior over purely aliphatic polyesters 
doc 10 their improved processability. Schmidt Decl, H 20. 

On the other hand, Applicants wish to point out that McCarthy docs, in fact, teach an 
alternative embodiment in which the aliphatic polyester formed from one or more C 2 -C 2 o 
aliphnfic diacids is copolymcrized with up to 50% of an aromatic polyester. Col. 2, lines 42-44 
"a copolyeslor of an aliphatic polyester and up to 50 percent, by weight, of an aromatic 
polyester"). McCarthy discloses two examples of copolycstcrs that include an aromatic 
polyester: (I) "polybutylcnc succinalc-terephthalatc (wherein the diacids of the polyester would 
be, for example, succinic acid, ndipic ncid, lercphthalic acid, or any combination thereof)" and 
(2) a copolyester that includes up to 50% of "polyethylene tcrephlhalate". Col 2, lines 13-15; 
col. 6, lines 5-1 K These are the only examples of polyesters that include an aromatic portion 
instead of being purely aliphatic. A review of these polymers reveals that McCarthy fails (o 
teach or suggest a "soft" aliphatic-aromatic polymer. That is, McCarthy ct aL fails to leach or 
suggest selecting an aliphatic-aromatic polyester having a glass transition temperature (Tg) that 
is less than (PC, as recited in claim 25, or less than -I0°C, as reciled in claim 1, and then 
blending this polymer with a stiff polymer having a Tg greater than about 10°C, lei alone the 
desirability of doing so. 

Applicants researched the Tg or both polyethylene succinate tcrcphthalatc and 
polyethylene lerephlhalate and found that they both have a glass transition temperature well 
above 0°C- For example, US Publication No. 2004/0247807 to Annan et al. suggests that the 
"polyethylene succinate lerephlhalate" as described in McCarthy has a Tg greater than 4G°C, 
which would make it a >\stilT" polymer. First Annan et al. teaches that preferred aliphatic- 
aromatic copolycstcrs have a Tg greater than 40°C, preferably from 50°C to 110°C, and that 
<k [t]he presence of aromatic groups increase die melting point (MP) and the glass transition 
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temperature (Tg) of the resin." Annan ct aJ, H [0021]. In the next two paragraphs, Annan ct al. 
discloses details regarding the preferred alipluric-aromatic eopolycstcrs, including "polybutylcnc 
icrcphlhalato-co-fldipaits-ca-succinalc (50/45/5), wherein the parenthetical numbers represent the 
mole % of each acid rcaclant" Annan et al, «|[ [0023]. The terephthalatc content of this polymer 
: is therefore 50%. McCarthy teaches the desirability of using up to 50% aromatic polyester. 
Based on ihis, Hie preferred aromatic-containing polyesters of McCarthy will likely have a glass 
transition temperature greater than 40°C, making it a "stiff 1 rather than a "soft" aliphatic- 
aromatic copotyoslcr, as required in both claim I and claim 25. 

The only other aromatic polyester disclosed in McCarthy is polyethylene terephlhalate. 
Col 6 t lines 9-11. According to the document attached hereto at Exhibit A, polyethylene 
terephlhalate has a Tg of 70°C, making it a "stiff" rather than a soft polymer. As discussed in 
Annan ct a1 M a copolyester that contains 50% terephlhalate groups has a Tg of at least 40°C. 
Accordingly, McCarthy does not inherently disclose blends that include a "soff* aliphatic- 
aromatic copolymer, such as ECOFLEX or EASTARBIO, which arc quite different from and 
superior to "stiff 1 aliphatic-aroma lie copolyestcrs because they yield blends having superior 
elongation and flexibility. See Schmidt Docl., fl 21-22. Nor docs McCarthy Qt al. teach or 
suggest the desirability of specifically selecting an aliphatic-aromatic copolyester having u ratio 
of aliphatic and aromatic groups that results in a copolyester that is "soft" that has a Tg less 
than about OX, as in claim 25, or less than -10°C, as in claim 1), and then blending that "soft"" 
copolyester with a sli ff polymer, as recited in claims 1 and 25. 

Because McCarthy is clearly silent with regard to the Tg of the aliphatic-aromatic 
copolyester, the only way the PTO could sustain a rejection of claims 1 mid 25 over McCarthy is 
to provide evidence and/or technical reasoning establishing that the aliphatic-aromatic 
copolyeslers of McCarthy "necessarily" have a Tg less than 0°C (claim 25) or less than -lO^C 
(claim I). MPEP § 2112 (inherency requires a showing that a claimed property or aspect is 
"necessarily" present, not merely "possibly", or even "probably"). No such evidence is 
contained in the Office Action. Nor docs the Office Action even allege that the aromatic- 
containing copolyestcrs of McCarthy arc "soft" biodegradable polymers having the claimed Tg. 
The Office Action therefore fails lo satisfy the requirements articulated in MPEP § 21 12 relating 
(o the burden of proof for showing inherency. For this reason, the Office Action fails to 
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articulate a prima facie rejection of claims 1 and 25 because it fails to show where each ami 
every claim limitation shown in die prior art, as required by MPEP 2143. 

Notwithstanding the failure of the Office Action to establish that claims 1 ami 25 are 
inherently prima facie obvious over McCarthy, Applicants have nevertheless brought forth 
rebuttal evidence showing that Ihe aromatic-containing copolymers disclosed in McCarthy are 
not "soft* polymers having a Tg of less than about 0°C (claim 25) or less than -10°C (claim I), 
but rather u stifT polymers because they apparently have a Tg greater than 40°C based on ihe 
teachings of Annan ct al. and the document attached as Exhibit A. Accordingly, Applicants 
submit that claims I ami 25 are nnobvious over McCarthy ct al., either alone or in combination 
with any other art of record (including War/elhan ct al.). 

IV. PROVISIONAL OBVIOUSNESS-TYPE DOUBLE PATENTING 

The Office Action provisionally rejects claims I, 5-12, 14-19, 25 and 26 under the 
judicially created doctrine of obviousness-type double patenting relative to copending U.S. 
application Serial No. 11/103,999, Because the c 999 application has not yet been examined, 
Applicant shall defer filing a Terminal Disclaimer at this time because there is no certainty that 
the '999 application will ever issue as a patent. 

V. CONCLUSION 

In view or the foregoing, Applicants believe that the claims as amended arc in allowable 
form. In the event the Examiner finds any remaining impediment to Ihe prompt allowance of the 

claims which may be overcome by Examiner Amendment, the lixamincr is respectfully 
requested to initiate a lolqphonic interview with the undersigned attorney. 
Dated this A* day of December 2005. 

Respectfully submitted. 
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